s 



1 




United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.usplo.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. CONFIRMATION NO. 



10/056,424 



01/24/2002 



7590 07/18/2005 

ratner and prestia 

Suite 301 

One Westlakes, Berwyn 
P.O. Box 980 

Valley Forge, PA 19482-0980 



Kenji Mizutani 



MTS-3301US 



8062 



EXAMINER 



ALBERTALL1, BRIAN LOUIS 



ART UNIT 



PAPER NUMBER 



2655 



DATE MAILED: 07/18/2005 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 





Application No. 


Applicant(s) 




Office Action Summary 


10/056,424 


MIZUTANI ET AL. 


Fyaminor 

Brian L Albertalli 


Art Unit 

2655 





-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 
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* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) [3 Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) 

2) □ Notice of Drafts person's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) □ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5) □ Notice of Informal Patent Application (PTO-152) 

Paper No(s)/Mail Date . 6) □ Other: . 



U.S. Patent and Trademark Office 

PTOL-326 (Rev. 1-04) 



Office Action Summary 



Part of Paper No./Mail Date 071 12005 



Application/Control Number: 10/056,424 Page 2 

Art Unit: 2655 

DETAILED ACTION 
Response to Amendment 

1 . The amendments to the claims have been entered. Claims 1 -6 are currently 
amended. 



Response to Arguments 

2. Applicant's arguments with respect to claims 1-10 have been considered but are 
moot in view of the new ground(s) of rejection. 



Specification 

3. The amendments to the abstract and title overcome the objections made in the 
previous Office Action. The objections to the abstract and title are withdrawn. 



Claim Objections 

4. The amendments to claim 3 overcome the objections made in the previous Office 
Action. The objection to claim 3 is withdrawn. 

5. However, as amended, claim 5 is objected to for lacking antecedent basis. Claim 
5, line 2 includes the limitation that "said specified gart of said example is replaced". 
Parent claim 1 only indicates that the example is specified (lines 1-2), not a £art of the 
example. Appropriate correction is required. 
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Claim Rejections - 35 USC § 101 

6. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a patent therefor, 
subject to the conditions and requirements of this title. 

7. Claims 7 and 8 are rejected under 35 U.S.C. 101 because the claimed invention 
is directed to non-statutory subject matter. 

Claims 7 and 8 are drawn to a "program" per se as recited in the preamble and 
as such are non-statutory subject matter. See MPEP § 2106.IV.B.1.a. Data structures 
not claimed as embodied in computer readable media are descriptive material per se 
and are not statutory because they are not capable of causing functional change in the 
computer. See, e.g., Warmerdam, 33 F.3d at 1361, 31 USPQ2d at 1760 (claim to a 
data structure per se held nonstatutory). Such claimed data structures do not define 
any structural and functional interrelationships between the data structure and other 
claimed aspects of the invention, which permit the data structure's functionality to be 
realized. In contrast, a claimed computer readable medium encoded with a data 
structure defines structural and functional interrelationships between the data structure 
and the computer software and hardware components which permit the data structure's 
functionality to be realized, and is thus statutory. Similarly, computer programs claimed 
as computer listings per se, i.e., the descriptions or expressions of the programs are not 
physical "things." They are neither computer components nor statutory processes, as 
they are not "acts" being performed. Such claimed computer programs do not define 
any structural and functional interrelationships between the computer program and 
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other claimed elements of a computer, which permit the computer program's 
functionality to be realized. 

In this case claims 7 and 8 are directed to "[a] program for causing a computer to 
function..." and thus are clearly non-statutory. However, dependent claims 9 and 10 
are directed to the program embedded on a computer readable medium and thus are 
statutory. Therefore, to overcome the non-statutory subject matter rejection of claims 7 
and 8, both claims should be amended to read -A program embodied on a computer 
readable medium for causing a computer...-, thereby incorporating dependent claims 9 
and 10, respectively, and claims 9 and 10 should be cancelled. 



Claim Rejections - 35 USC § 102 

8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

9. Claims 1-10 rejected under 35 U.S.C. 102(e) as being anticipated by Koizumi et 
al. (U.S. Patent 6,91 7,920). 

In regard to claim 1 and 6, Koizumi et al. disclose a speech converting device 



(Fig. 1) and method (Fig. 3) comprising: 
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speech inputting means (step) of inputting speech of a first language 
(microphone 106, column 5, lines 10-11); 

speech recognizing means (step) of recognizing said input speech (Fig. 2, 
hardware configuration of the transcription device, spoken word recognition program 
262); 

first extracting/displaying means (step) of extracting and displaying one or plural 
word strings of said first language, said word strings corresponding to a result of said 
speech recognition (a user orally inputs a word and a plurality of word candidates 
corresponding to the orally input word are displayed, column 6, lines 55-67, see also 
Fig. 8) 

conversion object selecting means (step) of, from said displayed word strings, 
selecting an example which is expected to become an object of conversion to a second 
language (the user selects the intended word, which is used to retrieve sentences that 
will be translated to a second language, column 7, lines 1-4 and lines 13-17 as well as 
column 8, lines 30-32); 

second extracting/displaying means (step) of, when said selected example is 
specified, extracting and displaying candidates of a class which corresponds to contents 
of said selected example (Sentences are retrieved which have category codes that 
correspond with the content of the selected word. For example, when the term "bank" is 
selected, this term is associated with category codes such as 'place 1 and 'organization' 
which are words of high abstractness. Sentences which have keywords that are 
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specific subjects of the category are selected and displayed for the user, see column 7, 
lines 39-56); 

candidate selecting means (step) of selecting words of the same class out of said 
displayed candidates (user selects one of the displayed sentences, column 8, lines 38- 
30); and 

converting means (step) of determining said object of conversion to said second 
language on the basis of said selected example and said words of the same class, and 
of converting said determined conversion object to a speech language of said second 
language (the selected sentence is translated, column 8, lines 30-32). 

In regard to claim 2, Koizumi et al. disclose said first extracting/displaying means 
has a displaying section comprising a display screen which displays said plural word 
strings that are objects of said selection (word candidate display screen, see Fig. 8, 
column 6, lines 62-63, and 

said selected word in respective predetermined regions, and said second 
extracting/displaying means overlapingly displays said candidates of a class in a partial 
region of said display screen in a window form (retrieved sentences, see Fig. 9, column 
7, lines 57-59). 

In regard to claim 3, Koizumi et al. disclose when said selected example is 
displayed on said display screen, said first extracting/displaying means additionally 
displays also information indicating that candidates of the corresponding class can be 
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displayed, with respect to a part of said example (an asterisk at the head of each 
word candidate indicates the word candidate is a keyword that can be used to retrieve 
sentences with corresponding category codes, column 7, lines 10-12). 

In regard to claim 4, Koizumi et al. disclose said speech converting device further 
comprises screen display specifying means of specifying said part of said example on 
said display screen, said additional information being displayed with respect to said part 
of said example (the user scrolls through the word candidates on the screen, column 7, 
lines 1-4, see also box on display screen specifying the first word in Fig. 8). 

In regard to claim 5, Koizumi et al. disclose said converting means determines a 
result in which said specified part of said example is replaced with a class of said 
selected candidate, as said conversion object (sentences corresponding to a category 
code of the selected keyword, which do not necessarily contain the selected keyword, 
are selected for translation, which replaces the keyword on the display, column 7, lines 
39-56, column 8, lines 30-32, and column 1 1 , lines 20-22). 

In regard to claims 7-10, Koizumi et al. disclose a program embedded on a 
computer readable medium to function according any one of claims 1 to 5 as well as 
claim 6 (column 1 1 , line 62 to column 1 2, line 1 6). 
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Conclusion 

1 0. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Doi et al. (U.S. Patent 4,787,038) disclose a system that 
displays possible translation results of a same class. Kugimiya et al. (U.S. Patent 
5,005,127) disclose a system that only translated a selected portion of an example in a 
first language. 

1 1 . Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

1 2. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Brian L. Albertalli whose telephone number is (571 ) 272- 
7616. The examiner can normally be reached on Mon - Fri, 8:00 AM - 5:30 PM, every 
second Fri off. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Wayne Young can be reached on (571 ) 272-7582. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information. about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

B LA 7/12/05 




